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DETAILED ACTION 

1 . The indicated allowability of claims 3-9 and 13-14 is withdrawn in view of the newly 
discovered reference(s) to Berolo et al. Rejections based on the newly cited reference(s) follow. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1, 8, and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by US Patent 
No. 6,753,958 to Berolo et al. 

4. Regarding Claim 1 , Berolo et al. describes a planar optical circuit having an integrated 
optical component (89) associated with a planar substrate (see Figure 8), a waveguide (43, 47) 
configured to transfer an optical signal associated with the optical component, and a scattered 
light system (44) operable to influence propagation of the scattered light in a targeted manner 
and integrated into the planar substrate, where the scattered light system comprises an additional 
waveguide (44), one end of which is arranged in the vicinity of a scattered light source (42). 

5. Regarding Claim 8, Berolo et al. describes an end of the additional waveguide (44) 
terminated at a photodiode (46). 

6. Regarding Claim 13, Berolo et al. describes the scattered light system (42) comprising a 
scattered light reflecting structure associated with the planar substrate (see Column 6). 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

9. Claims 9 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Berolo et 
al. 

10. Regarding Claim 9, Berolo et al. does not describe the photodiode coupled to an 
evaluation circuit that determines optical power of the signal output of the optical component. 
However, evaluation circuits are well-known devices in the art for connection to photodiodes. 
At the time of invention, it would have been obvious to one of ordinary skill in the art to couple 
the photodiodes of Berolo et al. to an evaluation circuit that determines optical power of the 
signal output. The motivation for doing so would have been to analyze the data provided by the 
spectrometer of Berolo et al. 
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1 1 . Regarding Claim 14, Berolo et al. does not describe the scattered light reflecting structure 
including a trench within the planar substrate. However, Berolo et al. does describe the scattered 
light reflecting structure including an echelle grating. Echelle gratings formed with a trench 
structure are well-known in the art. At the time of invention, it would have been obvious to one 
of ordinary skill in the art to form the echelle grating of Berolo et al. using a trench in the 
substrate. The motivation for doing so would have been to use well-known efficient 
manufacturing techniques. 

12. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Berolo et 
al. as applied to Claim 1 above, and further in view of US Patent Application Publication No. 
2002/0131685 to He et al. 

13. Regarding Claim 6, Berolo et al. does not describe the additional waveguide as S-shaped. 
He et al. describes a scattered light system using S-shaped additional waveguides (20) (see figure 
4). At the time of invention, it would have been obvious to one of ordinary skill in the art to 
form the waveguides of Berolo et al. in the S-shape of He et al. The motivation for doing so 
would have been to configure the device of Berolo et al. in a back-reflection design, allowing all 
inputs and outputs to occur at a single face. This would make support and housing of the optical 
circuit easier. 

14. Regarding Claim 7, He et al. describes the additional waveguides having a first, straight 
region parallel to the waveguide structure (at right ends in Figure 4), and an S-shaped region 
(middle to left end) that adjoins the first straight region. 

Allowable Subject Matter 

15. Claims 10-12 and 15-21 are allowed. 
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16. Claims 4-5 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

17. Claims 4 and 5 describe the optical component as a Mach-Zehnder interferometer. There 
is no suggestion to substitute a Mach-Zehnder for the switch in the spectrometer of Berolo et al. 

18. Claims 10-12 describe the scattered light system including a light-absorbing structure. 
There is no suggestion or motivation to use light absorbing material in the output waveguide of 
Berolo et al. 

19. Claims 15-18 describe the circuit including a plurality of waveguides and a plurality of 
trenches, where the trenches extend parallel to and between the waveguides. There is no 
suggestion or motivation to form light scattering place trenches between the waveguides of 
Berolo et al. 

20. Claims 19-21 describe a trench terminating a monitoring waveguide local to the 
waveguide structure and a photodiode within the trench. There is no suggestion or motivation to 
form the photodiodes of Berolo et al. within a trench. 

21 . The Applicant has correctly stated that the patentability of a claim is properly determined 
with reference to the claim as a whole. The Examiner notes that the above-discussed limitations 
constitute allowable subject matter only in conjunction with all limitations of the present claims 
and are merely pointed out to distinguish the claimed invention from the prior art of record. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerry T. Rahll whose telephone number is (571) 272-2356. The 
examiner can normally be reached on M-Th (8:30-5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rodney Bovernick can be reached on (571) 272-2344. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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PRIMARY EXAMINER 




